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DETAILED ACTION 

Claims 1-3, 5, 6, 8, 10, 11, 13, 16-18, 20,21,23,25, 26 and 28 are pending in 
tlie application. 

This action is in response to applicants' amendment dated November 28, 2003. 
Claims 1, 2, 5, 10, 11, 13, 16, 17, 20, 25, 26 and 28 have been amended and claims 4, 
7, 9, 12, 14, 15, 19, 22, 24, 27, 29 and 30 have been canceled. 

Response to Arguments 

Applicants' arguments filed November 28, 2003 have been fully considered with 
the following effect: 

1 . The applicant's amendments and arguments are sufficient to overcome the 35 
U.S.C. § 1 12, first paragraph rejection labeled paragraph 1 of claims 3, 4, 6-15, 18, 19 
and 21-30 of the last office action, which is hereby withdrawn. 

2. The applicant's amendments and arguments are sufficient to overcome the 35 
U.S.C. § 1 12, second paragraph rejections labeled h), j), k), t), u), y), ab), ac), ak), al) 
and am) of the last office action, which are hereby withdrawn. 

3. With regards to the 35 U.S.C. § 102, anticipation rejection of claims 1-19, 23-27 
and 30 labeled paragraph 5 in the last office action, the applicants' arguments have 
been fully considered but are not found persuasive. The applicants' stated that they 
have amended the claims to state that one of the substituents of R\ and R'^ must be 
C1-C3-alkoxy or C1-C3-alkylthio group" and that "Ling et al. does not teach or suggest 
compounds wherein one of the substituents of R\ R^ and R'^ must be C1-C3-alkoxy or 
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C1-C3-alkylthio group" and thus this reference can neither anticipate nor render obvious 
the claims as amended. It is noted that claims 1, 2, 10, 11, 16, 17, 25 and 26 have 
been amended to recite that one of the substituents of R\ and R'* must be C1-C3- 
alkoxy or C1-C3-alkylthio group, however, several of the species of claims 5 and 13 are 
not such that one of the substituents of R\ and R"* is C1-C3-alkoxy or C1-C3- 
alkylthio group, but rather instant R^ is methoxy or methylthio. 

Claims 5, 6 and 13 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Ling et al., WO 97/28135 (U.S. equivalent 6,200,970), for reasons of record and stated 
above. 

4. With regards to the 35 U.S.C. § 103, obviousness rejection of claims 1-30 
labeled paragraph 7 of the last office action, the applicant's remarks have been fully 
considered but they are not persuasive. The applicants' stated that they have amended 
the claims to state that one of the substituents of R\ R^ and R'* must be C1-C3-alkoxy 
or C1-C3-alkylthio group" and that "Ling et al. does not teach or suggest compounds 
wherein one of the substituents of R\ R^ and R^ must be C1-C3-alkoxy or C1-C3- 
alkylthio group" and thus this reference can neither anticipate nor render obvious the 
claims as amended. It is noted that claims 1 , 2, 10, 11 , 16, 17, 25 and 26 have been 
amended to recite that one of the substituents of R\ R^ and R'^ must be C1-C3-alkoxy 
or C1-C3-alkylthio group, however, several of the species of claims 5 and 13 are not 
such that one of the substituents of R\ R^ and R'* is C1-C3-alkoxy or C1-C3-alkylthio 
group, but rather instant R^ is methoxy or methylthio. 
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Claims 5, 6 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ling et al., WO 97/28135 (U.S. equivalent 6,200,970), for reasons of record and 
stated above. 

5. The applicant's amendments and arguments are sufficient to overcome the 35 
U.S.C. § 1 12, first paragraph rejection labeled paragraph 8 of claims 1-4, 8-12, 16, 23- 
25 and 30 of the last office action, which is hereby withdrawn. 

6. The applicant's amendments and arguments are sufficient to overcome the 35 
U.S.C. § 1 12, second paragraph rejections of claims 1,8-10 and 15 of the last office 
action, which are hereby withdrawn. 

7. The applicant's amendments and arguments are sufficient to overcome the 35 
U.S.C. § 103, obviousness rejection labeled paragraph 9 of claims 1, 8-10 and 15 of the 
last office action, which is hereby withdrawn. 

In view of the amendment dated March 20, 2003, the following new grounds of 
rejection apply: 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention, 

8. Claims 1-3, 5, 6, 8, 10, 11, 13, 16-18, 20, 21, 23, 25, 26 and 28 are rejected 
under 35 U.S.C. 112, second paragraph, as being indefinite for failing to particularly 
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point out and distinctly claim the subject matter which applicant regards as the 
invention. The following reasons apply: 

a) Claims 1 and 8 are vague and indefinite in that it is not known what is 
meant by the definition of R\ R^, and R"* where R\ R^ R^ and R"* are R"S, 
which does not indicate the point of attachment. (See claim 1) 

b) Claims 1-3, 8, 10 and 1 1 are vague and indefinite in that it is not known 
what is meant by the definition of the substituents on the phenyl ring of R^, R®, R^ 
and R^ where the phenyl ring is substituted by R^'^CO or R^'^NHCO, which does 
not indicate the point of attachment. (See claims 1 and 10) 

c) Claims 1-3, 8, 10 and 1 1 are vague and indefinite in that it is not known 
what is meant by the definition of R^ where R^ is R^^R''®N(CR^^)-. The nitrogen 
atom contains four bonds. (See claims 1,2, 10 and 1 1 ) 

d) Claims 1 , 8 and 10 are vague and indefinite in that it is not known what is 
meant by the definition of R^ where R^ is NC-(CH2)n-. The variable n should be a 
subscript. (See claims 1 and 10) 

e) Claims 1 , 8 and 10 are vague and indefinite in that it is not known what is 
meant by the definition of R^ and R^ where R^ and R^ taken together can be - 
(CH2)mCH2(R^^)NCO-, -(CH2)m-CH2-OCO-. or-(CH2)mCH2CH2CO-. The 
variable m should be a subscript. (See claims 1 and 10) 

f) Claims 1 , 8 and 10 are vague and indefinite in that it is not known what is 
meant by the definition of R^° and R^^ where R^° and R^^ are R^^R^^N(CR^^)-. 
The nitrogen atom contains four bonds. (See claims 1 and 10) 
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g) Claims 1-3, 8, 10 and 1 1 are vague and indefinite in that it is not known 
what is meant by the definition of R^^ and R^® where R^^ and R^^ are C3-C10, 
all<enyl. It is believed that the applicants intended C3-C10-alkenyl. (See claims 
1 and 10) 

h) Claims 5, 6 and 13 are vague and indefinite in that it is not known what is 
meant by the second occurrence of the eleventh species, i.e. lines 13-14 of page 
8 In the amendment filed November 28, 2003. (See claims 5 and 1 3) 

i) Claims 5, 6 and 13 recite the limitation "8-methoxy" in the nomenclature of 
the eleventh through the twentieth species. There is insufficient antecedent 
basis for this limitation in the claim. (See claims 5 and 13) 

j) Claims 5, 6 and 13 are vague and indefinite in that it is not known what is 
meant by the nomenclature of the twenty third species, i.e. 1-(4-Aminophenyl)- 
3,5-dihydro-4-methyl-3-ethylcarbamoyl-7-methylthio-51 H-2,3-benzodiazepine. 
(See claims 5 and 13) 

k) Claims 5, 6 and 1 3 are vague and indefinite in that it is not known what is 
meant by the nomenclature of the twenty ninth species, i.e. 1-(4-Aminophenyl)-8- 
amino-3,5-dihydro-4-methyl-3-propylcarbamoyl-7-methvlthio-5H-2,3- 
benzodiazepine. (See claims 5 and 13) 

I) Claims 5, 6 and 13 recite the limitation "8-methylthio" in the nomenclature 
of the thirty first through the fortieth species. There is insufficient antecedent 
basis for this limitation in the claim. (See claims 5 and 13) 
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m) Claim 10 is vague and indefinite in that it is not known wliat is meant by 
the definition of R^^ where R^^ is R^'^CONHO. It is believed that the applicants 
intended R^^CONH-. (See claim 10) 

n) Claim 1 1 is vague and indefinite in that it is not known what is meant by 

the "or" in the definition of R® of the Markush group. (See claim 11) 

o) Claim 13 is vague and indefinite in that it is not known what Is meant by 

the nomenclature of the thirty second species, i.e. 1-(4-Aminophenyl)-3,5- 

dihydro-4-methyl-3-methylcarbamoyl-S-methylthio-5H-2,3-benzodiazepine. (See 
claim 13) 

p) Claim 13 Is vague and Indefinite in that it is not known what is meant by 
the nomenclature of the thirty third species, I.e. 1-(4-Aminophenyl)-3,5-dihydro-4- 
methyl-3-ethylcarbamoyl-8-methylthio-5H-2,2-benzodlazepine. (See claim 13) 
q) Claims 1 6, 23 and 25 are vague and indefinite in that it Is not known what 
is meant by the definition of R^ where R^ is R^^O or R^'*NHC02, which does not 
indicate the point of attachment. (See claims 16 and 25) 
r) Claims 16, 23 and 25 are vague and indefinite In that it Is not known what 
is meant by the definition of R^ where R^ is R^^O or R^'*NHC02, which does not 
indicate the point of attachment. (See claims 16 and 25) 
s) Claim 16-18 and 23 are vague and indefinite in that it is not known what is 
meant by the definition of R^ There is no variable R^ in formula II. (See claim 
16) 
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t) Claims 16-18, 23, 25 and 26 are vague and Indefinite in that It is not 
known what is meant by the definition of the substituents on the phenyl ring of 
R^ R^ and R^ where the phenyl ring is substituted by R^'^CO or R^'^NHCO, 
which does not indicate the point of attachment. (See claims 16 and 25) 
u) Claims 20 and 21 are vague and indefinite in that it is not known what is 
meant by the nomenclature of the second species, i.e. 1-(4-Aminophenyl)-8- 
amino-4-methyl-7-methoxy-5H-2,2-benxodiazepine. (See claim 20) 
v) Claims 20 and 21 recite the limitation "8-methoxy" in the nomenclature of 
the fourth species. There is insufficient antecedent basis for this limitation in the 
claim. (See claim 20) 

w) Claims 20 and 21 recite the limitation "8-methylthio" in the nomenclature 
of the seventh and eighth species. There is insufficient antecedent basis for this 
limitation in the claim. (See claim 20) 

x) Claim 25 is vague and indefinite in that it is not known what is meant by 
the definition of R^^ and R^^ where R^^ and R^^ are CF3-. It is believed that the 
point of attachment should not be subscripted. 

y) Claim 28 recites the limitation "8-methoxy" in the nomenclature of the 
fourth species. There is insufficient antecedent basis for this limitation in the 
claim. (See claim 28) 

z) Claim 28 recites the limitation "8-methylthio" in the nomenclature of the 
seventh and eighth species. There is insufficient antecedent basis for this 
limitation in the claim. (See claim 28) 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brenda Coleman whose telephone number Is 571-272- 
0665. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mukund Shah can be reached on 571-272-0674. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Brenda Coleman 
Primary Examiner Art Unit 1624 
April 16, 2004 



